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1 . The 102 art rejections over Yamamura et al (US 4,778,722) have been withdrawn in 
view of the present amendment. Yamamura does not teach or suggest a siloxane 
which is not a polymetallosiloxane. 

2. The 102 art rejections based on JP 2001-127152 have been withdrawn because 
JP'152 does not teach a siloxane resin having a number ratio of carbon to silicon 
atoms in the main chain in the range of from 2:1 to 12:1. However, upon further 
consideration, new ground of rejection is made in view of JP'152 and Rutherford et 
al (US 6,318,124). 

3. The art rejections over Rutherford in view of JP 2001-127152 are maintained. 

Claim Rejections • 35 USC §112 

4. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

5. Claims 1-7 are rejected under 35 U.S.C. 112, first paragraph, as failing to comply 
with the written description requirement. The claim(s) contains subject matter which 
was not described in the specification in such a way as to reasonably convey to one 
skilled in the relevant art that the inventor(s), at the time the application was filed, 
had possession of the claimed invention. The specification of the present invention 
does not teach a technical concept of excluding a polymetallosiloxane from a 
siloxane resin. The mere absence of a positive recitation is not basis for an 
exclusion. Any claim containing a negative limitation which does not have basis in 
the original disclosure should be rejected under 35 U.S.C. 112, first paragraph as 
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failing to comply with the written description requirement. See Ex parte Grasselli, 
231 USPQ 393 (Bd. App. 1983), aff 'd mem., 738 F.2d 453 (Fed. Cir. 1984). 

6. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

7. Claims 1-7 are rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. When an integer m is 1 , the number ratio of 
carbon to silicon atoms in the main chain is 1 , which is outside the range of from 2 to 
12 as set out in the claims 1 and 2. The limitations within the claims are inconsistent 
with each other and thus render the claims indefinite. 

Claim Rejections • 35 USC § 103 

8. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

9. Claims 1-3, and 5-7 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
JP 2001-127152 in view of Rutherford et al (US 6,318,124). JP'152 teaches a 
composition comprising a mixture of polycarboxilane, siloxane resin and solvent 
(claim 1). The composition contains 5 to 80 parts by weight of polycarbosilane 
within the claimed range [0029]. JP'1 52 does not specifically use the siloxane resin 
having the number ratio of carbon to silicon atoms in the main chain as set out in the 
claims. Rutherford teaches a coating composition comprising a compound that is 
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selected from a group consisting of a low organic siloxane, a high organic siloxane, 
a hydridiorganoorganosiloxane, a poly(arylene ether), a fluorinated poly(arylene) 
ether, a polyimide, a polycarbosilane and combinations thereof (column 10, lines 30- 
36). Rutherford teaches the polycarbosilane having a structure represented by 
formula -[Si(R1)(R2)H] )r - or-[Si(R8)(R9)(R10)]w- (column 12, line 67 to column 13, 
lines 1-10). Therefore, it would have been obvious to one having ordinary skill in the 
art at the time the invention was made to use the Rutherford polycarbosilane having 
a structure -[Si(R1)(R2)H]^ or -[Si(R8)(R9)(R10)]v^ because the formulas are 
equivalent to -[Si(R1)(R2)(CH2)] m - and expectedly chemically combinable with the 
siloxane resin to provide an insulation film which is low in dielectric constant, 
superior in heat resistance and moisture resistance. 
10. Claim 4 is rejected under 35 U.S.C. 103(a) as being unpatentable over JP 2001- 
127152 in view of Rutherford et al (US 6,318,124) as applied to claim 1 above, 
further in view of JP 64-009231 . JP'152 does not specifically disclose how the 
siloxane resin is formed. JP'231, however, teaches siloxane polymer being formed 
from heat treatment of a mixture containing tetralkoxysilane and trialkoxysilane and 
alcohol is released from the mixture to form a siloxane polymer. Therefore, it would 
have been obvious to one having ordinary skill in the art at the time the invention 
was made to use the method as taught by JP'231 to produce a siloxane polymer 
because such is known in the art and JP'231 provides necessary details to practice 
the invention of JP'152. 
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JP'231 does not specifically disclose the molar ratio of tetralkoxysilane and 
trialkoxysilane as well as the amount of alcohol removed from the mixture. 
However, such a variable would have been recognized by one skilled in the art as 
dependent upon the intended use of the product. As such, in the absence of 
unexpected results, it would have been obvious to one having ordinary skill in the art 
at the time the invention was made to employ the molar ratio in the range instantly 
claimed motivated by the desire to form a siloxane polymer within a short time, 
thereby giving an insulation film with improved heat resistance, adhesion and 
cracking resistance since it has been held that where the general conditions of a 
claim are disclosed in the prior art, discovering the optimum or workable ranges 
involves only routine skill in the art. In re Alter, 105 USPQ 233. 
11. Claims 1-3, and 5-7 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Rutherford etal (US 6,318,124) in view of JP 2001-127152. Rutherford 
teaches a coating composition comprising a compound that is selected from a group 
consisting of a low organic siloxane, a high organic siloxane, a 
hydridiorganoorganosiloxane, a poly(arylene ether), a fluorinated poly(arylene) 
ether, a polyimide, a polycarbosilane and combinations thereof (column 10, lines 30- 
36). Rutherford teaches the polycarbosilane having a structure represented by 
formula -[Si(R1)(R2)H]^ wherein R1 is an alkylene; R2 is H and x is from 10 to 
100,000, which reads on Applicants' silicon compound having a structure 
represented by formula (2) (column 12, line 67 to column 13, lines 1-10). The 
siloxane resin has a structure wherein the mole percent of carbon is in the range of 
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about 15 mole percent to 25 mole percent within the claimed range (column 11, lines 
50-51). Rutherford teaches the siloxane resin having a structure represented by 
formula [H-SiOi. 5 ]x[R-Si0 15 ]y[SiOi.5]z (formula 4). When x = 1 , y = 1 , z = 6 and R is 
CH3, the hydrogen concentration is about 15 atom% based on the total atoms of the 
siloxane resin. Rutherford does not specifically disclose the coating composition 
made from a specific combination of a siloxane resin and a polycarbosilane. JP'152 
teaches an insulation film which is low in dielectric constant and superior in heat 
resistance and moisture resistance made from a composition comprising a mixture 
of polycarbosilane, siloxane resin and a solvent. Therefore, it would have been 
obvious to one having ordinary skill in the art at the time the invention was made to 
form a coating compound made from a specific combination of a polycarbosilane 
and a siloxane resin motivated by the desire to provide an insulation film which is 
low in dielectric constant, superior in heat resistance and moisture resistance. 

Rutherford does not specifically disclose the coating comprising a siloxane 
resin having a structure as set out in the claims. JP'152 teaches an insulation film 
made from a composition comprising a mixture of a polycarbosilane and a siloxane 
resin wherein the siloxane resin has a structure as set out in claim 3 and 
polycarbosilane has a structure -[Si(R4)(R5)(CH2)]^ which is similar to the 
structure of the Rutherford silicone compound -[Si(R1 )(R2)H] X -. Therefore, it would 
have been obvious to one having ordinary skill in the art at the time the invention 
was made to use the siloxane resin of JP'152 (claim 1, formula 1) in combination 
with the polycarbosilane -[Si(R1)(R2)H]x- because such a combination is chemically 
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possible to achieve an insulation film which is low in dielectric constant, superior in 
heat resistance and moisture resistance. 

Rutherford does not specifically disclose the weight ratio of polycarbosilane to 
siloxane resin in the coating composition. However, such a variable would have 
been recognized by one skilled in the art to achieve enhanced mechanical strength 
and improvements in film surface hydrophobicity. As such, in the absence of 
unexpected results, it would have been obvious to one having ordinary skill in the art 
at the time the invention was made to employ the molar ratio in the range instantly 
claimed motivated by the desire to achieve enhanced mechanical strength and 
improvements in film surface hydrophobicity since it has been held that where the 
general conditions of a claim are disclosed in the prior art, discovering the optimum 
or workable ranges involves only routine skill in the art. In re Alter, 105 USPQ 233. 
12. Claim 4 is rejected under 35 U.S.C. 103(a) as being unpatentable over Rutherford et 
al (US 6,318,124) in view of JP 2001-127152 as applied to claim 1 above, further in 
view of JP 64-009231 . Rutherford does not specifically disclose how the siloxane 
resin is formed. JP'231 , however, teaches siloxane polymer being formed from heat 
treatment of a mixture containing tetralkoxysilane and trialkoxysilane and alcohol is 
released from the mixture to form a siloxane polymer. Therefore, it would have been 
obvious to one having ordinary skill in the art at the time the invention was made to 
use the method as taught by JP'231 to produce a siloxane polymer because such is 
known in the art and JP'231 provides necessary details to practice the invention of 
Rutherford. 
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JP'231 does not specifically disclose the molar ratio of tetralkoxysilane and 
trialkoxysilane as well as the amount of alcohol removed from the mixture. 
However, such a variable would have been recognized by one skilled in the art as 
dependent upon the intended use of the product. As such, in the absence of 
unexpected results, it would have been obvious to one having ordinary skill in the art 
at the time the invention was made to employ the molar ratio in the range instantly 
claimed motivated by the desire to form a siloxane polymer within a short time, 
thereby giving an insulation film with improved heat resistance, adhesion and 
cracking resistance since it has been held that where the general conditions of a 
claim are disclosed in the prior art, discovering the optimum or workable ranges 
involves only routine skill in the art. In re Alter, 105 USPQ 233. 

Response to Arguments 
13. The art rejections based on Rutherford in view of JP '152 have been maintained for 
the following reasons. Applicants argue that it is impossible to combine teachings of 
the two cited references to achieve the claimed invention because the combination 
of references lack information would suggest the claimed invention. The examiner 
respectfully disagrees. The examiner has provided a detailed analysis as to why it is 
believed that Rutherford is properly combinable with JP '152 (see discussion above). 
Those arguments are incorporated by the reference. Accordingly, the art rejections 
are sustained. 

Conclusion 
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14. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Hai Vo whose telephone number is (571) 272-1485. 
The examiner can normally be reached on Monday through Friday, from 9:00 to 
6:00. 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Terrel Morris can be reached on (571) 272-1478. The fax 
phone number for the organization where this application or proceeding is assigned 
is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR 
only. For more information about the PAIR system, see http://pair-direct.uspto.gov. 
Should you have questions on access to the Private PAIR system, contact the 
Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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